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PROGRAM MATERIALS FOR:

101 POST ALICE: HOW USPTO & PRACTITIONERS ARE REACTING
AUGUST 28, 2015
1.5 GENERAL CREDIT HOURS

AGENDA

11:45 – 12:00 p.m.

Registration and Welcome

12:00 – 12:30 p.m.

Subject Matter Eligibility (35 USC 101) and Alice v. CLS Bank
Matthew J. Sked, Legal Policy Advisor, United States Patton & Trademark Office

12:30 – 1:30 p.m.

Intellectual Property Expert Panel
Matthew Sked, Legal Advisor, USPTO
Llewellyn J. Gibbons, University of Toledo College of Law
Catherine B. Martineau, MacMillan, Sobanski & Todd, LLC
Moderator—Ram R. Shukla, Regional Manager of Detroit Satellite Office, USPTO

1:30 p.m.

Adjourn

CLE Seminar Rules:
The Supreme Court of Ohio Commission on CLE has certain rules for receiving CLE credit hours. As a provider of CLE, The
Toledo Bar Association is required to enforce these rules.
We ask that you please observe the following rules:

 You may not conduct business by phone or e-mail during the seminar. (please wait until break time for this)
 You may not catch up on office work using your laptop or other technical devices.
 You may not read anything but the handout materials for the seminar. (i.e., magazines, newspapers, books, etc.)
 If you need to leave the seminar early, you must sign out on the form at the registration table and deduct this time from your total
attendance credit.

 If you leave without completing and submitting your attendance paperwork, your credit will not be reported to the Supreme Court
of Ohio.

Thank you for your cooperation!

SPEAKER BIOGRAPHIES
Professor Llewellyn Joseph Gibbons, Univerity of Toledo College of Law, Toledo, Ohio(USA) is a
graduate of Northeastern University School of Law (JD), and Temple University School of Law (LLM).
Professor Gibbons teaches Antitrust, Copyright, Cyberlaw, Ecommerce, Intellectual Property
Licensing & Management, Intellectual Property Survey, Online Dispute Resolution (ODR), Secured
Transactions, Torts, and Trademark law.
Professor Gibbons’ areas of research include both international and domestic intellectual property
law, online dispute resolution, intellectual property licensing and management, technology transfer,
ecommerce, and cyber-law.
Professor Gibbons is actively involved with legal education and law reform. He is an elected member
of the American Law Institute (ALI) and a Fellow of the American Bar Foundation; in 2010, he was the
Chair of the American Association of Law Schools (AALS) Section on Minority Groups; and he has
served on the AALS Minority Groups Section’s Executive Committee since 2006. He has also served as
a secretary or executive board member for several AALS sections, and is a past-president of the
Central States Association of Law Schools. Professor Gibbons publishes widely and is frequently in the
top 10% for Social Science Research Network (SSRN) downloads. Federal or state courts have cited
several of his articles.

Catherine B. Martineau
MacMillan, Sobanski & Todd LLC
One Maritime Plaza
Fifth Floor
720 Water Street
Toledo, Ohio 43604-1853
Telephone 419.255.5900
Facsimile 419.255.9639
Bar Admissions:
 Ohio
 U.S. Patent and Trademark Office
 U.S. District Court for the Northern District of Ohio
Education:
 Juris Doctor, The University of Toledo
 Bachelor of Science in Biology, The University of Toledo
Memberships:
 Toledo Bar Association
 Toledo Intellectual Property Law Association (past President)
 Toledo Women’s Bar Association (founding member and past President)
 Ohio Women’s Bar Association (founding member and former Treasurer and Trustee)
 Ohio State Bar Association (past Chair of Section and member of Gender Fairness Taskforce)
 Ohio State Bar Foundation Fellow
 University of Toledo Alumni Association (President-Elect)
Professional Experience:
 Worked in private practice with a long-established intellectual property law firm for over 20
years
 Outside patent counsel for universities and a medical college while in private practice

Ram R. Shukla

Ram is the Regional Manager of the Elijah J. McCoy – Detroit Satellite Office. Prior to coming to the
Detroit Satellite Office, Ram supervised examiners in the Technology Center 1600 of the United
States Patent and Trademark Office in various biotechnology art areas including cellular immunology
and the use of antibodies in diagnosing and treating diseases, transgenic animals, gene therapy, and
nucleic acid probes and diagnostics. He joined the United States Patent and Trademark Office in 1998
and examined in the areas of transgenic animals, gene therapy and related recombinant technology.
He became a Primary Examiner in 2002 and a Supervisory Patent Examiner in 2005. Ram has given
presentations on Examination Practices to Patent Practitioners at USPTO TC 1600 Road Shows. He
has also presented in several workshops on US Patent Examination Practice to Indian Patent Offices
and Patent Practitioners in India. Ram has also presented on USPTO Examination Practices at
inventor conferences, seminars and at universities. During a special career detail with the Office of
Innovation Development, Ram developed an IP Awareness Assessment Tool, an internet based IP tool
for inventors and entrepreneurs. Ram has received Department of Commerce Silver and Bronze
Medals for outstanding performance in patent examination and special projects.
Ram has a Ph.D. in Biochemistry from the Delhi University, India. He worked as a post‐doctoral fellow
at the University of North Carolina Chapel Hill and National Institute of Environmental Health
Sciences. Prior to joining the United States Patent and Trademark Office, Ram was an Assistant
Research Professor of Biochemistry and Adjunct Associate Professor of Genetics at the George
Washington University, Washington DC, where he carried out research in the area of HIV gene
regulation. He has published over 25 research articles and chapters in peer‐reviewed journals and
books and has supervised the Ph.D. dissertation of four graduate students.

MATTHEW SKED, J.D.
MEMBER OF THE VIRGINIA STATE BAR

Matthew Sked is a Legal Advisor in the Office of Patent Legal Administration at the USPTO. In this
position, he drafts rule packages, memoranda, and associated guidance to implement USPTO initiatives
and comply with developments in patent law. He has been involved with such areas as subject matter
eligibility under Section 101, claim construction under Section 112(f), the USPTO’s Software
Partnership, information disclosure practice and inter partes reexamination policy. Before joining the
Office of Patent Legal Administration, he worked as a Primary Patent Examiner in the speech processing
and audio coding arts. Matthew received his M.S. in Electrical Engineering from Rensselaer Polytechnic
Institute, and his J.D. from the George Mason University Law School in 2010.
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2014 Interim Guidance
• 2014 Interim Guidance on Patent Subject Matter
Eligibility (Dec. 16, 2014)
– Incorporates principles from legal precedent, in
particular Alice Corp., Myriad and Mayo

• Examples based on cases and hypotheticals
• Recently completed two-phase examiner training
 http://ptoweb.uspto.gov/patents/exTrain/101.html
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Subject Matter Eligibility
Examination
Examiners are to:
1.
Understand the claimed
invention.
2.
Determine if the claim falls
into a statutory category.
3.
Identify the judicial exception
recited in the claim (if any).
4.
Determine if the claim as a
whole recites significantly
more than the judicial
exception itself.
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July 2015 Update
Issued on July 30, 2015, the Update:
•

Provides clarifications to the 2014 IEG

•

Provides additional abstract idea examples based on cases and
hypotheticals (Appendix 1).

•

Provides an index of examples by abstract idea and “significantly
more” treatment (Appendix 2).

•

Includes an updated case law chart cross-referencing cases to
discussions of cases in the IEG, examples, and Update (Appendix 3).
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July 2015 Update
Responds to six major themes from public comments:
1.

Additional Examples

2.

Further Explanation of the Markedly Different Characteristics
Analysis

3.

Identifying Abstract Ideas

4.

Making a Prima Facie Case and the Role of Evidence

5.

Application of the 2014 Interim Guidance in the Examining
Corps

6.

The Role of Preemption and Streamlined Analysis
6
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1. Additional examples from public submissions, case law, and
issued patents:
Claimed Technology
Business method

Example Title
Transmission of Stock Quote Data
Graphical User Interface for Meal
Planning

GUI
GUI

Graphical User Interface for Relocating
Obscured Textual Information

Software

Method for Updating Alarm Limits

Software

Rubber Manufacturing

Mechanical
Software

Internal Combustion Engine
System Software - BIOS

Areas of Clarification:

•
•
•

Additional art areas,
Identifying abstract ideas
Evaluation of “significantly more”
—

All elements together may provide significantly more
even where individually conventional
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2. Markedly Different
Characteristics (MDC)

Benefits of determining
MDC in Step 2A:
•
•
•

Additional eligibility
pathway via Step 2B
Quick eligibility finding
Consistency

 MDC is used to determine if the
claim is directed to a “product of
nature”
 Mirrors Supreme Court analyses

8
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3. Identifying Abstract Ideas
Courts’ identification of abstract ideas reveals clusters of similar types:
 Mitigating settlement risk
 Hedging
 Creating a contractual relationship

 Using advertising as an exchange or
currency
 Processing information through a
clearinghouse
 Managing a game of Bingo
 Mitigating settlement risk

 Comparing a patient’s gene with the wildtype gene, and identifying any differences
that arise
 Comparing new and stored information
and using rules to identify options
 Using categories to organize, store, and
transmit information
 Organizing information through
mathematical correlations

 The Arrhenius equation for calculating the
cure time of rubber
 A formula for updating alarm limits
 A mathematical formula relating to
standing wave phenomena
 A mathematical procedure for converting
one form of numerical representation to
another
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Prior abstract ideas can be described by one
or more of the following descriptors:
Concepts relating to the economy and
commerce, such as agreements
between people in the form of
contracts, legal obligations, and
business relations.

An idea standing alone such
as an uninstantiated
concept, plan or scheme; as
well as a mental process
(thinking) that “can be
performed in the human
mind, or by a human using a
pen and paper”

But, concepts outside these
descriptors have not been
identified as abstract ideas

Concepts relating to
interpersonal and intrapersonal
activities, such as managing
relationships or transactions
between people, social
activities, and human behavior,
satisfying or avoiding a legal
obligation; advertising,
marketing, and sales activities
or behaviors, and managing
human mental activity

Mathematical concepts
such as mathematical
algorithms, mathematical
relationships,
mathematical formulas,
and calculations.

10
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4. Requirements of a
Prima Facie case

Clearly articulate why
the claimed invention
is ineligible

An examiner should:
 Identify the exception and
explain why it is an
exception
 Identify all additional
limitations and explain why
they do not amount to
significantly more

A prima facie case of ineligibility shifts the burden of proof to the applicant.
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4. Requirements of a
Prima Facie case

Ineligibility conclusion
may be supported by:
• knowledge generally
available to those in the art
• case law precedent
• applicant’s own disclosure, or
• evidence

 Courts have not identified a
case where evidence would be
required to support a finding of
ineligibility.
 Courts have stated that newly
discovered exceptions, such as a
new mathematical formula, are
still exceptions.
 In most cases, the courts reach
a conclusion on eligibility
without making any factual
findings.


For example, no Supreme
Court case has cited evidence
supporting their conclusion
that an element was “wellknown” or “conventional.”

12
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4. Requirements of a
Prima Facie case

For Step 2B, examiners may
rely on prior court findings
or recognition in the art that
certain elements are wellunderstood, routine, and
conventional

Courts have recognized the
following non-exclusive list of
computer functions to be wellunderstood, routine, and
conventional functions when
considered individually and claimed
in a merely generic manner:
•
•
•
•
•
•

performing repetitive calculations,
receiving, processing, and storing
data,
electronically scanning or extracting
data from a physical document,
electronic recordkeeping,
automating mental tasks, and
receiving or transmitting data over a
network, e.g., using the Internet to
gather data.

Examiners rely on their expertise in the art in making the 2B determination
13

5. Consistent
application of the IEG

Comprehensive and
ongoing approach to
enhancing examiners’
understanding of § 101:

•
•
•

Guidance Materials:
Further Examples
Index of Examples
Listing of Eligibility
cases

•
•
•
•

Training:
Corps-wide lectures
Group discussions
Workshops
Video lectures, slides,
worksheets on website

14
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6. Role of Preemption and
Streamlined Analysis
Preemption concerns in IEG:
Step 2A
• “directed to” requirement
Step 2B
• unconventional steps that
confine claim to particular
useful application

Alice/Mayo test
incorporates preemption
concerns
• No separate preemption test

Streamlined analysis:
• Coextensive with full
Alice/Mayo test
• No difference in results
• Applies only where
unambiguously eligible

• Streamlined analysis is not an
alternative test
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Next Steps: Feedback and Training

The Interim Eligibility
Guidance represents a
stage in an iterative
process towards
improved clarity in
§101.

The USPTO continues to seek
improvement by
• reviewing comments to the
Guidance and
• closely watching Federal Circuit
decisions for further
developments.
The USPTO maintains a web site for
its examination training materials:
•

http://www.uspto.gov/patent/laws
-and-regulations/examinationpolicy/2014-interim-guidancesubject-matter-eligibility-0
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Feedback Welcomed
Please send suggestions for improvement, proposed
examples, and other comments to:
2014_interim_guidance@uspto.gov
To be ensured of consideration, written comments
must be received on or before October 28, 2015.
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