
AGENDA – THURSDAY – JULY 16
th
 – DINNER AT L’AUBERGE 

1 HOUR GENERAL CLE APPLIED FOR 

 

6:00PM-6:30PM - Arrival and Mixer in Bar Area 

6:30-PM-8:00PM - Dinner 

8:00PM-9:00PM - Inside the Legislative Process - Judge Damich 

(http://www.uscfc.uscourts.gov/node/6) will discuss how the Digital Millennium Copyright Act was 

passed in 1998 to provide insight into the current reform process concerning patent law. 

Edward J. Damich was appointed a judge of the United States Court of Federal Claims on October 22, 

1998, by President Bill Clinton. He served as Chief Judge from 2002 - 2009. Judges of the Court serve 

for a term of 15 years. The United States Court of Federal Claims, based in Washington, D.C., hears 

cases for monetary damages against the federal government, except cases for physical injury. Its docket 

includes cases involving government contracts, tax refunds, civil service and military pay, land use, 

Indian lands, and patent and copyright. A resident of Washington, D.C., Judge Damich was born in 

Pittsburgh, Pennsylvania, and raised in Miami, Florida. 

Judge Damich has an A.B. degree from St. Stephen's College, Dover, Massachusetts; a J.D. degree from 

Catholic University; and L.L.M. and J.S.D. degrees from Columbia University. From 1995-98 Judge 

Damich served as Chief Intellectual Property Counsel for the Senate Judiciary Committee. During his 

tenure on the Committee, he assisted the Chairman, Senator Orrin Hatch, with the passage of the Digital 

Millennium Copyright Act (DMCA), the most significant change in copyright law since the Copyright 

Act of 1976. The DMCA updated U.S. law for the digital age and for the Internet. In addition, he 

worked on the Omnibus Patent Act, the basis for the 1999 American Inventors Protection Act. He was 

also a member of the U.S. delegation at the World Intellectual Property Organization (WIPO) diplomatic 

conference, which concluded the WIPO Copyright Treaty and the WIPO Performances and Phonograms 

Treaty. 

In September 1992, Judge Damich was appointed by President George H. W. Bush to be a 

Commissioner of the Copyright Royalty Tribunal (CRT). In formal adjudicatory proceedings, the CRT 

set rates and distributed royalties under the statutory license provisions of the Copyright Act regarding 

cable television, non-commercial broadcasting, satellite television, sound recordings, and digital audio 

recording technology. He served as a Commissioner until November 1993.  

At present Judge Damich is a Distinguished Visiting Professor of Intellectual Property at the Columbus 

School of Law of Catholic University. He has been an adjunct professor of law at the Georgetown 

University Law Center and a professor of law at George Mason University and at Delaware Law School 

of Widener University. 

9:00 PM - CLE and Dismissal 



AGENDA – FRIDAY – JULY 17
th
 – UNIVERSITY OF DAYTON 

2 HOURS GENERAL CLE 

1 HOUR ETHICS 

 

7:30 - 8:00 - Breakfast and Check-In 

 

8:00 - 8:15 - Welcome/Introduction  

  

8:15-9:15 – Nicholas P. Godici:  Topic Pending. 

 

Nicholas P. Godici (Executive Advisor for Birch, Stewart, Kolasch & Birch, LLP – Former Commissioner of 

Patents - (http://www.bskb.com/Content.aspx?s=Bios&p=npg) 

 

Mr. Godici has served as Executive Advisor at BSKB since March 2005. His practice includes advising clients 

on patent prosecution matters and acting as a consultant and expert witness on United States Patent and 

Trademark Office (USPTO) practices and procedures.  Prior to taking his position at BSKB, Mr. Godici served 

as the Commissioner for Patents at the USPTO from 2001 to 2005. As Commissioner, Mr. Godici was 

responsible for all aspects of the patent granting process for the United States. Mr. Godici has over 35 years of 

experience in the patent field starting as a patent examiner at the USPTO in 1972 and rising to the rank of 

Commissioner. He has represented the United States in a number of international negotiations and meetings at 

the World Intellectual Property Organization (WIPO) and other national IP offices. He has testified before 

Congressional committees of both the House and Senate on a variety of intellectual property issues including 

business method patents and USPTO operations.  Mr. Godici also served as Acting Under Secretary of 

Commerce for Intellectual Property and Director of the USPTO from January to December 2001. As Acting 

Under Secretary Mr. Godici reported to and advised the Secretary of Commerce on all aspects of intellectual 

property policy and operations for the United States.  Mr. Godici is an elected fellow of the National Academy 

of Public Administration, was named an Outstanding  Engineering Alumni of Pennsylvania State University, 

and was named “one of the most important people in intellectual property” by Legal Times Magazine in 2001.  

 

9:15-9:30 – Break 



 

9:30-10:30 (Panel #1) - Short-Term Patents & Post-Grant Opposition - Does Europe Have the 

Answer?  

Nicholas Godici 

Len Lewis  

Len Lewis is Associate General Counsel – Intellectual Property for P&G’s Corporate Function R&D, 

Marketing, and Global Business Services organizations.  He has  been employed in P&G’s Legal 

Department for 25 years, supporting numerous different P&G  businesses and corporate organizations, 

including four years managing the European Health and Beauty Care Intellectual Property group located 

near London, UK.  He graduated from Carnegie Mellon University with a B.S. in Chemical Engineering 

and Business Management in 1981, and with Honors from The George Washington University National 

Law Center with a J.D. in 1984. 

Professor Timothy R. Holbrook 

Professor Timothy R. Holbrook is a Professor of Law at Emory University School of Law.  Prior to joining 

the Emory faculty in July 2009, Professor Holbrook was a tenured Associate Professor of law and the 

Associate Director of the Program in Intellectual Property Law at the Chicago-Kent College of Law at the 

Illinois Institute of Technology.  He graduated summa cum laude and valedictorian from North Carolina 

State University with a B.S. in chemical engineering with a life sciences concentration. He received his J.D. 

from Yale Law School, where he served as a lead editor and publications director of the YALE JOURNAL ON 

REGULATION.  

After law school, he clerked for the Honorable Glenn L. Archer Jr. of the U.S. Court of Appeals for the 

Federal Circuit. Before entering academia, Professor Holbrook worked in Budapest, Hungary, with the 

Hungarian patent law firm Danubia and was associated with the Washington, D.C., law firm of Wiley, Rein 

& Fielding (now Wiley Rein), where his practice focused on patent and appellate litigation.  

Widely published, Professor Holbrook’s scholarship has concentrated on patent law, focusing on genetics, 

international patent law, and the disclosure function of patents.  He is the co-author of PATENT LITIGATION 

AND STRATEGY (3d ed.) with Judge Kimberly A. Moore and Chief Judge Paul R. Michel, both of the U.S. 

Court of Appeals for the Federal Circuit. His most recent scholarship has appeared in WILLIAM AND MARY 

LAW REVIEW, WASHINGTON UNIVERSITY LAW REVIEW, SCIENCE, and SMU LAW REVIEW.  His next article 

on the doctrine of equivalents will be published in Fall 2009 by the HARVARD JOURNAL OF LAW AND 

TECHNOLOGY.   

 

Professor Holbrook has previously been the Edwin A. Heafey Jr. Visiting Professor of Law at Stanford Law 

School.  He has also taught at the University of Denver Sturm College of Law and Washington University 

School of Law in St. Louis.  He was a scholar-in-residence at the Center for Media and Communication 

Studies at the Central European University in Budapest, Hungary. 

Professor Holbrook was a founding member and program chair of the Chicago-based Richard Linn Inn of 

Court, which focuses on intellectual property law.  He teaches classes in Patent Law, International Patent 

Law, Patent Litigation, Trademark Law and Policy, and Property Law. 



 

J. Matthew Buchanan is the founder and editor of Promote the Progress (http://promotetheprogress), the 

popular patent law website. Started in 2004, the site was one of the first blogs that offered in-depth analysis 

of the latest patent-related news. Over the years, Mr. Buchanan has developed the site into the web's first 

comprehensive patent education portal. The site now offers a wide variety of educational tools specifically 

designed to help professionals digest, understand, and apply the latest information from the courts, 

Congress, and the Patent and Trademark Office in their daily practices. The original blog still lives on as a 

part of the portal format. 

Mr. Buchanan's firm, Buchanan Intellectual Property Office LLC (http://bipo.us), provides specialized 

patent prosecution and consulting services to clients from around the globe. Mr. Buchanan frequently 

lectures on current patent law developments in both educational and commercial settings. 

Jim Dottavio (Owens-Corning) joined the Intellectual Property Section of the Law Department at Owens 

Corning in 1999 as IP Counsel for the Roofing & Asphalt Business.  Jim was promoted to Senior IP 

Counsel in 2001, and in 2003 assumed the responsibility of leading the Trademark Group.  Jim has 

served as Sr. IP Counsel in each of OC’s business units, including Roofing & Asphalt, Composites, 

Insulation, Masonry Products, Siding (divested 2007), and Franchising.   Jim’s practice includes all 

aspects of IP management and counseling for the assigned Business (including patent, trademark, 

copyright, trade secret, joint development, licensing,  M&A and litigation).  Jim was named as the 

Director of Intellectual Property in 2008 to lead the Company’s global IP team, and currently serves this 

role and as IP counsel for the OCV (composites) business. 

Prior to Joining Owens Corning, Jim served as a patent attorney at the Office of General Counsel at Ford 

Motor Company.  Prior to his practice of law, Jim worked as a Manufacturing Engineer at Ford, and 

previously worked as an engineering co-op student at Babcock & Wilcox and the Timken Company.  

Jim graduated from General Motors Institute (now Kettering)  (B.S. Mechanical Engineering, 1987),  

Bellarmine College (MBA, 1989) and Wayne State University (J.D., cum laude, 1995). Jim is a 

registered patent attorney with the United States Patent and Trademark Office and a member of the 

Michigan bar with Corporate status in Ohio.   

 
Short-Term Patents (Utility Models) 
 
Background:  A utility model is a form of IP protection very similar to a patent, except that it covers what can best be 
termed “incremental inventions” for a comparatively shorter period of time (typically 6-10 years for a utility model instead 
of 20 years for a patent).  The utility model is sometimes called a ”utility model patent”, “utility innovation”, “petty patent”, 
“innovation patent”, “minor patent”, or “small patent”.  Over seventy-five countries have utility model laws, including 
countries with well-developed patent systems such as Germany (a Gebrauchsmuster) and Japan.  Depending on the 
country, the utility model subject matter may be limited to inventions having a shape or structure, and may exclude plants, 
methods, materials, and chemicals. The utility model is sometimes restricted to particular subject matter types (e.g., in 
China it is limited to shape and structures; methods, materials, and chemical formulae are not eligible).  The standards 
relating to obviousness or "inventive step" are generally less stringent compared to patent standards.  Utility models can 
either be substantively examined for novelty, or simply registered if they meet certain formal requirements.  
 
The legislation presently being considered in the U.S. Congress does not contemplate a U.S. utility model system. 
 
Questions for Panel:   
 
1)  In view of the enormous backlog of U.S. applications, should the U.S. consider a tiered patent system that would allow 
Applicants to apply for a utility model-type protection of their inventions?  Advantages and disadvantages? 
2)  Should a U.S. utility model be substantively reviewed (is novelty or "Progress" a constitutional mandate) or merely 
registered? 
3)  For what period of time should a U.S. utility model be effective?  What is sufficient incentive for inventors to come 
forward with their inventions? 



4)  Should a U.S. utility model system simply be an extension of the current patent system (i.e., should an inventor make a 
single application 
5)  Are there any Paris Convention or Patent Cooperation Treaty aspects to implementation of a U.S. utility model that 
should be considered? 
6)  What should the enforcement rights be with respect to a U.S. utility model?  Should there be rights to prevent others 
from practicing the invention (as with patents), or a "compulsory license" or similar set of rights? 
7)  Should there be a presumption of validity associated with a U.S. utility model?  What sorts of legal challenges would a 
U.S. utility model be subject to? 
 
Post-Grant Opposition 
 
Background:  The post grant opposition procedure before the European Patent Office (EPO) is an inter partes, 
administrative procedure intended to allow any European patent to be centrally opposed within nine (9) months from the 
publication of the grant of the European patent, along with payment of an opposition fee.  European patents granted by 
the EPO under the European Patent Convention (EPC) may be opposed by any person from the public.  The EPO 
opposition can be based on the grounds that the subject-matter of the patent is not patentable (i.e., lack of novelty or 
inventive step), on the grounds that it is not sufficiently described to allow a PHOSITA to carry out the invention, or on the 
grounds that the content of the patent extends beyond the content of the application as filed.  Opposition divisions of the 
EPO are responsible for the opposition procedure. The opposition procedure may involve multiple opponents. 
 
The legislation presently being considered in the U.S. Congress  would implement a post-grant opposition or 
"cancellation" procedure in the U.S. patent system.  The cancellation proceedings could be initiated within 12 months of 
patent grant with respect to patents issued. Cancellation proceedings would be before administrative law judges at the 
former BPAI, to be called the Patent Trial and Appeal Board (PTAB). Grounds for reexamination would still be limited to 
prior art, but would be expanded to include prior use or sale and patentee statements.  Any ground of invalidity, other than 
failure to disclose the best mode, could be used in seeking cancellation. Limited discovery may be permitted in 
cancellation proceedings on order of the PTO Director. There would be no presumption of validity; instead, the 
challenging party would bear the burden of proof by a preponderance of the evidence. Cancellation proceedings ordinarily 
would be concluded within one year, extensible by the PTO Director up to six months. 
 
Questions for Panel:   
 
1)  In general, what are the relative advantages and disadvantages of the allowing first (and/or second) windows for 
opposition?   
2)  How effective would a new post grant opposition system be, particularly in view of the ex parte and inter partes 
reexamination procedures currently available? 
3)  Is the current "12 months after issuance of the patent" timeframe acceptable?  This is a longer period than allowed by 
Europe (nine months).  What policy considerations drive this timeframe? 
4)  Should art relied upon in a post grant opposition system be limited to only art that was not considered by the 
Examiner? 
5)  Should there be a new "Opposition Division" at the USPTO, or should the BPAI/PTAB be charged with conducting 
such proceedings?  What would the practical effect be in relation to BPAI/PTAB backlog, if the alternative is 
implemented? 
6)  Should there be a second window for oppositions limited to novelty and obviousness based on patents and printed 
publications when litigation is threatened (e.g., as in the Kyl bill)? 
7)  Would the implementation of a post-grant opposition procedure increase the average costs of obtaining patent 
protection?  

 

10:30-10:45:  Break 



10:45-11:45 (Panel #2) - Dayco/McKesson/Larson - What Can Congress Do to End the Plague of 

Inequitable Conduct?   

Judge Edward Damich (Court of Claims) 

Judge Walter Rice (SDOH); http://www.ohsd.uscourts.gov/judges/jrice.htm:  We welcome back Judge 

Rice, a long-time friend of the University of Dayton School of Law, to the Second Annual Quad-City.  

Judge Rice received his J.D. from Columbia University.  Judge Rice was sworn in as Judge of the United 
States District Court for the Southern District of Ohio, at Dayton, having been appointed to that position by President 
Carter in 1980 and served as Chief Judge of that district from 1996-2003. 

Judge Avern Cohn (EDMI) - 
http://www.ca6.uscourts.gov/lib_hist/Courts/district%20court/MI/EDMI/judges/cohn/ac-bio.html:  We 

welcome back Judge Cohn to the Second Annual Quad-City.  Judge Cohn received his J.D. from the 

University of Michigan and an M.D. from the Loyola University School of Medicine.  He has served in 

the United States Army and practiced as an attorney for thirty years before being appointed as Judge for 

the Eastern District of Michigan in 1979.   

Matthew Buchanan (Promote the Progress) 

Arland (Art) Stein (Hahn & Loeser) - 

http://www.hahnlaw.com/professionalsdetail.asp?empid=1643:  We welcome back Mr. Stein, a 

partner at Hahn & Loeser, who focuses his practice in the Intellectual Property and Litigation Areas. He 

has been listed in Who's Who in American Law , and in The Best Lawyers in America for Intellectual 

Property for over 10 years. Mr. Stein’s practice area is intellectual property, both in trials and appellate 

litigation notably before the Federal Circuit. He has tried a number of high profile patent infringement 

cases, such as the intermittent wiper case against Chrysler, and has been retained as appellate counsel in 

a number of appeals before the Federal Circuit. He also has extensive experience in prosecuting patents 

and trademarks before the U.S. Patent and Trademark Office and in other countries, counseling in the 

development of litigable patent portfolios, rendering opinions on infringement and validity of patents 

and trademarks, and negotiating patent and trademark licenses in the United States and other countries.  

Mr. Stein’s law degree is from the University of Virginia and he also holds a B.S. in Engineering 

Sciences from Purdue University. 

Timothy Hagan (Moderator):  Timothy Hagan is a partner at Dinsmore & Shohl –  

(http://www.dinslaw.com/attorneys/detail.aspx?attorney=5cafd8ab-8d73-4925-903d-48fde844d90f)    

We welcome back Mr. Hagan who received his J.D. from Georgetown University Law Center (Editor, Law 

and Policy in International Business, 1975) and a B.S. in Chemical Engineering from Cornell University 

(1972).  He is a dedicated professor both as an adjunct law professor at the University of Dayton School of 

Law as well as through Patent Resources Group.  Timonthy Hagan selected as one of The Best Lawyers in 

America® in 2008. 

 

11:45-12:00 – CLE 

 

12:00-1:00 - Lunch   


